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DETAILED ACTION 
Priority 

1 . Applicant's claim for the benefit of a prior-filed application under 35 U.S.C. 1 19(e) 
or under 35 U.S.C. 120, 121, or 365(c) is acknowledged. 

Claims Priority from Provisional Application 60/435371 1 2/1 9/2002 

Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

3. Claims 15-28 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

In Claims 15-28 a "computer program" is being recited; however, computer 
program would reasonably be interpreted by one of ordinary skill in the art as software, 
per se. This subject matter is not limited to that which falls within a statutory category 
of invention because it is limited to a process, machine, manufacture, or a composition 
of matter. Software is a function descriptive material and a function descriptive material 
is non-statutory subject matter. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action; 

A person shall be entitled to a patent unless - 
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(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

5. Claims 1-28 are rejected under 35 U.S.C. 102(e) as being anticipated by Schwier 
etal. (US 7.202,972). 

Regarding Claim 1 : 
A method comprising: 

receiving (Column 7, lines 20-25; in order to merge the system must receive a 
merge command) a first merge document that is in a merge format (Column 7, lines 20- 
25; 'In the first print nnode (standard), print data from the windows application are printed out in a 
standard way, i.e. the filter procedure (event 14) does not occur'); 

converting a second document from an original format to the merge format (See 
PCL converter 18 in Figure 2) to create a second merge document; 

merging the first merge document and the second merge document to generate 
a composite merge document (Column 7, lines 4-6; 'these variable data 15 are then merged by 
an OR-operation with the static data stored in the memory 8 to form merged variable and static data 19'); 
and 

delivering said composite merge document to an output device (Column 6, lines 
62-64 'Within the printer device 7, the received, variable data are mixed again with the static data and 
printed in common on a recording medium (paper, labels, films, etc.)'); 



Application/Control Number: 1 0/733, 1 02 Page 4 

Art Unit: 2625 

wherein the original format Is a format that is not supported by the output device 
(Column 8, lines 15-18; 'the macro information (particularly graphics data) are converted (insofar as 
they are not already in PCL format) and are transmitted into the printer device 7); and 

wherein the merge format is a format that is supported by the output device (This 
information' 'is converted into the PCL language and sent to the printer device T. 

Regarding Claim 2: 

The method of claim 1 further comprising: generating the first merge document 
in said merge format by converting a first original document from an original format to 
the merge format (See PCL converter 18 in Figure 2). 

Regarding Claim 3: 

The method of claim 1 , wherein the merge format is Standard Printing and 
Imaging Format (SPIF) (Column 3, lines 61-64; 'the conversion of the data stream into a print 
language such as PCL or postscript'). 

Regarding Claim 4: 

The method of claim 3, wherein the merge format is PDL Postscript (Column 3, 
lines 61-64; 'the conversion of the data stream into a print language such as PCL or postscript). 



Regarding Claim 5: 
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The method of claim 1, wherein the first document is a background template 
document and the second document is an overlay document (Column 8, lines 64-67; 
The placement type as an overlay (complete superimposition) or a watermark (macro information only 
in the background) within the document can be selected with the selection field 44'). 

Regarding Claim 6: 

The method of claim 5, wherein the background template document is originally 
created by a first document authoring application (Column 5, lines 23-30; Various 
application programs in turn run under this operating system, for example the application 10 Winword 
97.RTM. from the Microsoft Office 97.RTM, package'); and 

wherein the overlay document is originally created by a second document 
authoring application that is different (Column 5, lines 35-38; The variable data areas are 
intended to be filled with variable data that are stored in a separate datafile (a Word document, data bank, 
an Excel document, etc.') from said first document authoring application. 

Regarding Claim 7: 

The method of claim 5, wherein the background template document is created in 
a second original format (Column 5, lines 35-38; The variable data areas are intended to be 
filled with variable data that are stored in a separate datafile (a Word document, data bank, an Excel 
document, etc.') and converted from the second original format to the merge format (See 

PCL converter 18 in Figure 2). 



Regarding Claim 8: 
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The method of claim 7, wherein the conversion of the second original document 
to the merge format occurs at a merge utility that performs the merging of the first 
document and the second document (Column 7, lines 4-6; 'these variable data 15 are then 
merged by an OR-operation with the static data stored in the memory 8 to form merged variable and 
static data 19'). 

Regarding Claim 9: 

The method of claim 1 , wherein the converting of the second document from the 
original format to the merge format to create the second merge document includes: 

generating, based on the original format, a set of conversion instructions (The 
program code or device which enables the PCL converter 18 in Figure 2) to convert the 
second document into said second merge document; 

passing the set of conversion instructions to a document authoring application 
that created the second document (Column 4, lines 15-20; The allocation can then be valid, 

i.e. activated, for all individual documents. The allocation ensues by means of a logical linking of the two 
documents, particularly by means of a referencing wherein corresponding referencing data are 
formed'); and 

the document authoring application generating the second merge document 
based on said set of conversion instructions (Column 4, lines 15-20; 'Additional parameters 
can thereby preferably be recited, for example the position of the second document within the first 
document'). 



Regarding Claim 10: 
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The method of claim 1, wherein the method further comprises receiving a 
request to merge documents containing information about a document authoring 
application (Column 4, lines 25-26; 'the referencing is thereby particularly controlled via data that 
are input via a user interface') that created the second document; and 

wherein the converting of the second document from the original format to the 
merge format to create the second merge document includes: 

generating, based on the information about the document authoring application, 
a set of conversion instructions (The program code or device which enables the PCL 
converter 18 in Figure 2) to convert the second document into said second merge 
document; 

passing the set of conversion instructions to the document authoring application 
(Column 9, lines 59-62; "Enhanced Print Environment (ERE) Print Processor" 49a does not forward 
the EMF data directly to the port monitor 51 but calls the converter unit 58, wherein the EMF data stream 
is converted into a PCL print data stream 60'); and 

the document authoring application generating the second merge document 
based on said set of conversion instructions (Column 9, lines 65-67, The conversion is 
thereby controlled by the parameters that were previously input via the input module 59'). 

Regarding Claim 1 1 : 

The method of claim 1 , wherein the composite merge document is in the merge 
format (Column 3, lines 56-67). 
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Regarding Claim 12: 

The method of claim 1, wherein the composite merge document is a template 
for creating other documents (FIG. 5 shows a master document 25). 

Regarding Claim 13: 

The method of claim 1. further comprising performing the step of merging the 
first document and the second document in response to receiving a request to merge 
documents (The program code or device which enables the devices shown in Figure 1 
to initiate a request to merge command). 

Regarding Claim 14: 

The method of claim 1 further comprising: 

receiving a request to merge documents (Column 7. lines 20-25; in order to 
merge the system must receive a merge command); 

generating the first merge document in said merge format by converting a first 
original document from an original format to the merge format (See PCL converter 18 in 
Figure 2); 

wherein the merge format is Standard Printing and Imaging Format (SPIF) 
(Column 3, lines 61-64; 'the conversion of the data stream into a print language such as PCL or 
postscript'); 
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wherein the first document is a background template document and the second 
document is an overlay document (Column 8, lines 64-67; The placement type as an overlay 
(complete superimposition) or a watermark (macro information only in the background) within the 
document can be selected with the selection field 44'). 

wherein the background template document is originally created by a first 
document authoring application; and 

wherein the overlay document is originally created by a second document 
authoring application that is different from said first document authoring application; 

wherein the background template document is created in a second original 
format and converted from the second original format to the merge format. 

Regarding Claim 15: 

A machine-readable medium carrying one or more sequences of instructions, 
which when executed by one or more processors, causes the one or more processors 
to perform the method recited in claim 1 (The program code or device which performs 
the functions described in Claim 1). 

Regarding Claim 16: 

A machine-readable medium carrying one or more sequences of instructions, 
which when executed by one or more processors, causes the one or more processors 
to perform the method recited in claim 2 (The program code or device which enables 
the PCL converter 18 in Figure 2 to initiate the method described in Claim 2). 
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Regarding Claim 17: 

A macliine-readable medium carrying one or more sequences of instructions, 
which when executed by one or more processors, causes the one or more processors 
to perform the method recited in claim 3 (The program code or device which performs 
the function described in (Column 3, lines 61-64; 'the conversion of the data stream into a print 
language such as POL or postscript'). 

Regarding Claim 18: 

A machine-readable medium carrying one or more sequences of instructions, 
which when executed by one or more^processors, causes the one or more processors 
to perform the method recited in claim 4 (The program code or device which performs 
the function described in (Column 3, lines 61-64; 1he conversion of the data stream into a print 
language such as PCL or postscripts- 
Regarding Claim 19: 

A machine-readable medium carrying one or more sequences of instructions, 
which when executed by one or more processors, causes the one or more processors 
to perform the method recited in claim 5 (The program code or device which performs 
the function described in Column 8, lines 64-67; The placement type as an overlay (complete 
superimposition) or a watermark (macro information only in the background) within the document can be 
selected with the selection field 44'). 
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Regarding Claim 20: 

A machine-readable medium carrying one or more sequences of instructions, 
wliich when executed by one or more processors, causes the one or more processors 
to perform the method recited in claim 6 (The program code or device which performs 
the functions described in Claim 6). 

Regarding Claim 21: 

A machine-readable medium carrying one or more sequences of instructions, 
which when executed by one or more processors, causes the one or more processors 
to perform the method recited in claim 7 (The device or program code which performs 
the functions described in Claim 7). 

Regarding Claim 22: 

A machine-readable medium carrying one or more sequences of instructions, 
which when executed by one or more processors, causes the one or more processors 
to perform the method recited in claim 8 (The program code or device which performs 
the function described in (Column 7, lines 4-6; 'these variable data 15 are then merged by an 
OR-operation with the static data stored in the memory 8 to form merged variable and static data 19'). 



Regarding Claim 23: 
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A machine-readable medium carrying one or more sequences of instructions, 
which when executed by one or more processors, causes the one or more processors 
to perform the method recited in claim 9 (The program code or device which performs 
the function described in Claim 9). 

Regarding Claim 24: 

A machine-readable medium carrying one or more sequences of instructions, 
which when executed by one or more processors, causes the one or more processors 
to perform the method recited in claim 10 (The program code or device which performs 
the function described in Claim 10). 

Regarding Claim 25: 

A machine-readable medium carrying one or more sequences of instructions, 
which when executed by one or more processors, causes the one or more processors 
to perform the method recited in claim 1 1 (The program code or device which periderms 
the function described in Column 3, lines 56-67). 

Regarding Claim 26: 

A machine-readable medium carrying one or more sequences of instructions, 
which when executed by one or more processors, causes the one or more processors 
to perform the method recited in claim 12 (The program code or device which performs 
the function as described in Claim 12).. 
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Regarding Claim 27: 

A machine-readable medium carrying one or more sequences of instructions, 
which when executed by one or more processors, causes the one or more processors 
to perform the method recited in claim 13 (The program code or device which enables 
the devices shown in Figure 1 to initiate a request to merge command). 

Regarding Claim 28: 

A machine-readable medium carrying one or more sequences of instructions, 
which when executed by one or more processors, causes the one or more processors 
to perform the method recited in claim 14 (The program code or device which describes 
the process as described in Claim 14). 

Conclusion 

6. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Sciatto (US 6,330,073) discloses A system and method for 
generating a plurality of customized documents having at least one portion of common 
information and at least one portion of variable information. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Neil R. McLean whose telephone number is 571. 
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270.1679. The examiner can normally be reached on Monday through Friday 7:30AM- 
5:00PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, King Poon can be reached on 571.272.7440. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (BBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Sen/ice Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



07/31/2007 





